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DETAILED ACTION 
REJECTIONS WITHDRAWN 

1 . All of the 35 USC 112 2"" paragraph, 35 USC 1 03(a) and obviousness-type 
double patenting rejections set forth in the non-final rejection of 2/17/05, pages 2-10, 
paragraphs 5-15 have been withdrawn. The indication of allowable subject matter set 
forth in the non-final rejection of 2/17/05, page 10, paragraph 16 has been withdrawn. 



REJECTIONS REPEATED 

2. There are no rejections repeated. 

ANSWERS TO APPLICANT'S ARGUMENTS 

3. Applicant's arguments of 6/16/05 have been carefully considered but are moot in 
view of the new grounds for rejection set forth below. 

NEW REJECTIONS 
Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person sidlied in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 35-38 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inyentor(s), at the tinne the application was filed, 
had possession of the clainned invention. 

Clainns 35-38 recite the limitation "wherein a portion of an outer surface of the 
structural member has a polygonal shape" which was not disclosed in the original 
disclosure and thus represents new matter. A careful review of the original disclosure 
reveals that applicant does not have support for the limitation "wherein a portion of an 
outer surface of the structural member has a polygonal shape" in the original disclosure 
and therefore the limitation is new matter. The scope of said limitation includes an outer 
surface wherein only a portion thereof has a polygonal shape and the rest of the outer 
surface has a different or non-polygonal shape. The original disclosure only supports 
an outer surface which has polygonal or non-polygonal outer surface not both a 
polygonal and non-polygonal portion in the same outer surface. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-7, 10-14, 30-33, 35. 37-38, 40, 42 and 44 are rejected under 35 
U.S.C. 102(e) as being anticipated by Steele et al. (US 6090465). 
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Steele discloses a contoured structural member (abstract), comprising at least 
one contoured inner layer comprising a composite material and at least one contoured 
outer layer comprising a composite material (column 4, lines 5-37 and Figs. 4-7 and 9) 
and wherein a portion of the outer surface of the structural member has a polygonal 
shape (Fig. 9 and column 3, lines 1-8), wherein the structural member has a closed 
configuration (Figs. 1, 4-7 and 9), an interior region defined by an inner surface of the at 
least one inner layer, wherein the interior region is hollow, partially filled, or completely 
filled (Figs. 1, 4-7 and 9), wherein the at least one of the composite materials is formed 
from a prepreg material (column 4, lines 5-12), wherein the prepreg material comprises 
a plurality of layers (column 4, lines 5-12 and Fig. 7), wherein the plurality of layers have 
a plurality of fibers with an orientation ranging from 0 to 90 degrees (column 5, lines 37- 
58), an overwrap on a portion of the outer surface of the structural member (column 4, 
lines 50-52), wherein the overwrap is circumferentially located only on a portion of the 
outer surface containing the polygonal shape (since the entire outer surface of the 
structural member of Fig. 8 is polygonal and the overwrap covers the entire outer 
surface, column 4, lines 38-55) (applies to instant claims 1-7, 10-14, 30-33, 35, 37-38, 
40, 42 and 44). 

With regards to instant claims 12, 14, 37, 40 and 44, Steele inherently discloses 
wherein the composite overwrap or overwrap collar reduces a secondary loading 
condition of the outer surface of the structural member where it is located since the 
ovenA^rap is a composite fibrous overwrap which is protective and covers the entire 
structural member (see column 4, lines 38-55). 
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With regard to claims 30-32, claims 30-32 recite the same structures as are 
recited in the rest of the independent claims. It has been found that even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does hot 
depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). Therefore any process limitations recited in 
claim 30 have been given little to no patentable weight. As written, the only product 
limitations in claims 30-32 are "a contoured structural member"' the rest of the limitations 
are method limitations and are not germane to the patentability of the product in a 
product claim (see MPEP 2113). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Steele et 
al. (US 6090465) in view of Reid et al. (U.S. Patent No. 6,308,809). 
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Steele discloses applicant's invention substantially as claimed. However, Steele 
fails to disclose a contoured structural member, wherein the structural member has at 
least one end with the at the at least one initiator not located near the at least one end. 

Reid et al. teach a contoured structural tube (abstract. Figs. 2a and 2b), wherein 
the structural member has at least one end with the at the at least one initiator not 
located near the at least one end (18 from Fig. 3a) for the purpose of providing reduced 
crush initiation forces in composite tubes for absorption of impact energy. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of applicant's invention to have provided at least one end with the at the at least one 
initiator not located near the at least one end in the contoured structural member of 
Steele in order to provide reduced crush initiation forces in composite tubes for 
absorption of impact energy as taught or suggest by Reid et al.. 

10. Claims 9, 34, 36, 39, 41 and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Steele et al. (US 6090465). 

Steele does not specifically disclose that the overwrap is located only at an end 
portion of the structural member. However, it has been found that, in the absence of 
clear and convincing evidence of an unexpected result, a change in shape is obvious 
and well within the level of one of ordinary skill in the art (MPEP 2144). It would have 
been obvious to one of ordinary skill in the art at the time applicant's invention was 
made, especially since applicant has argued that the oven/vrap is not critical to the 
invention (see applicant's remarks of 6/16/05, pages 10-11), to have provided overwrap 
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located only at an end, top or side portion of the structural member in order save on 
costs and materials (applies to instant claims 9, 34, 36, 39, 41 and 43). 



Double Patenting 

1 1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-7, 9-14, 30-44 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over either claims 
1-20 of copending Application No. 09/899,320, claims 1-20 of copending Application No. 
09/668,429, claims 1-13, 15-41 of copending Application No. 09/704,228, claims 1-39 of 
copending Application No. 09/900,762, or claims 1-20 and 33-35 of copending 
Application No. 09/809,778 in view of Steele et al. (US 6090465). 

Claims 1-14 of copending Application No. 09/899,390, claims 1-20 of copending 
Application No. 09/668,429, claims 1-13, 15-41 of copending Application No. 
09/704,228, claims 1-39 of copending Application No. 09/900,762, or claims 1-20 and 
33-35 of copending Application No. 09/809,778 all recite a contoured structural 
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member, comprising at least one contoured inner layer comprising a composite or 
material, at least one contoured outer layer comprising a composite material, wherein 
the structural member has a closed configuration, wherein the composite material is a 
reinforced resin matrix material, wherein the reinforced resin matrix material comprises 
at least one prepreg ply, wherein both the at least one inner layer and the at least one 
outer layer comprise a composite material (applies to instant claims 1-7, 10-14, 30-33, 
35, 37-38, 40, 42 and 44). 

With regard to claims 30-32, claims 30-32 recite the same structures as are 
recited in the rest of the independent claims. It has been found that even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). Therefore any process limitations recited in 
claim 30 have been given little to no patentable weight. As written, the only product 
limitations in claims 30-32 are "a contoured structural member" the rest of the limitations 
are method limitations and are not germane to the patentability of the product in a 
product claim (see MPEP 21 13). 

Copending Application No. 09/899,390, copending Application No. 09/668,429, 
copending Application No. 09/704,228, copending Application No. 09/900,762, or 
copending Application No. 09/809,778 all recite applicant's invention substantially as 
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claimed. However, none of the copending applications recite a contoured structural 
member wherein a portion of an outer surface of the structural member has a polygonal 
shape, wherein the interior region is hollow, partially filled or completely filled, wherein 
the prepreg material comprises a plurality of layers, wherein the plurality of layers have 
a plurality of fibers with an orientation ranging from 0 to about 90 degrees and further 
comprising an over wrap on the polygonal surface of the outer surface of the structural 
member. 

Steele discloses a contoured structural member (abstract), comprising at least 
one contoured inner layer comprising a composite material and at least one contoured 
outer layer comprising a composite material (column 4, lines 5-37 and Figs. 4-7 and 9) 
and wherein a portion of the outer surface of the structural member has a polygonal 
shape (Fig. 9 and column 3, lines 1-8), wherein the structural member has a closed 
configuration (Figs. 1, 4-7 and 9), an interior region defined by an inner surface of the at 
least one inner layer, wherein the interior region is hollow, partially filled, or completely 
filled (Figs. 1 , 4-7 and 9), wherein the at least one of the composite materials is formed 
from a prepreg material (column 4, lines 5-12), wherein the prepreg material comprises 
a plurality of layers (column 4, lines 5-12 and Fig. 7), wherein the plurality of layers have 
a plurality of fibers with an orientation ranging from 0 to 90 degrees (column 5, lines 37- 
58), an overwrap on a portion of the outer surface of the structural member (column 4, 
lines 50-52), wherein the overwrap is circumferentially located only on a portion of the 
outer surface containing the polygonal shape (since the entire outer surface of the 
structural member of Fig. 8 is polygonal and the overwrap covers the entire outer 
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surface, column 4, lines 38-55) (applies to instant claims 1-7, 10-14, 30-33, 35, 37-38, 
40, 42 and 44). 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time applicant's invention was made to have provided an outer surface of the stmctural 
member has a polygonal shape, wherein the interior region is hollow, partially filled or 
completely filled, wherein the prepreg material comprises a plurality of layers, wherein 
the plurality of layers have a plurality of fibers with an orientation ranging from 0 to 
about 90 degrees and further comprising an over wrap on the polygonal surface of the 
outer surface of the structural member in the contoured structural members recited in 
Copending Application No. 09/899,390, copending Application No. 09/668,429, 
copending Application No. 09/704,228, copending Application No. 09/900,762, or 
copending Application No. 09/809,778 in order to provide low weight and cost, high 
impact strength as suggested by Steele. 

With regards to instant claims 12, 14, 37, 40 and 44, Steele necessarily discloses 
wherein the composite overwrap or overwrap collar reduces a secondary loading 
condition of the outer surface of the structural member where it is located since the 
overwrap is a composite fibrous overwrap which is protective and covers the entire 
structural member (see column 4, lines 38-55). 

Steele does not specifically disclose that the overwrap is located only at an end 
portion of the structural member. However, it has been found that, in the absence of 
clear and convincing evidence of an unexpected result, a change in shape is obvious 
and well within the level of one of ordinary skill in the art (MPEP 2144). It would have 
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been obvious to one of ordinary skill in the art at the time applicant's Invention was 
made, especially since applicant has argued that the ovenwrap is not critical to the 
invention (see applicant's remarks of 6/16/05, pages 10-11), to have provided overwrap 
located only at an end, top or side portion of the structural member in order save on 
costs and materials (applies to instant claims 9, 34, 36, 39, 41 and 43). 

12. Claim 8 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over either claims 1-20 of 
copending Application No. 09/899,320, claims 1-20 of copending Application No. 
09/668,429, claims 1-13, 15-41 of copending Application No. 09/704,228, claims 1-39 of 
copending Application No. 09/900,762, or claims 1-20 and 33-35 of copending 
Application No. 09/809,778 in view of Steele et al. (US 6090465), as applied to claims 
1-7, 9-14, 30-44 above, and further in view of Reid et al. (U.S. Patent No. 6,308,809). 

Copending Application No. 09/899,390, copending Application No. 09/668,429, 
copending Application No. 09/704,228, copending Application No. 09/900,762, or 
copending Application No. 09/809,778 all recite applicant's invention substantially as 
claimed. However, none of the copending applications recite a contoured structural 
member, wherein the structural member has at least one end with the at the at least one 
initiator not located near the at least one end. 

Read et al. teach a contoured structural tube (abstract. Figs. 2a and 2b), wherein 
the structural member has at least one end with the at the at least one initiator not 
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located near the at least one end (18 from Fig. 3a) for the purpose of providing reduced 
crush initiation forces in composite tubes for absorption of impact energy. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of applicant's invention to have provided at least one end with the at the at least one 
initiator not located near the at least one end In the contoured structural member of the 
copending applications in order to provide reduced crush initiation forces in composite 
tubes for absorption of impact energy as taught or suggest by Reid et al.. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Miggins whose telephone number is 571- 
272-1494. The examiner can normally be reached on 1:00-10:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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MCM 

September 4, 2005 



Michael C. Miggins 
Primary Examiner 
Art Unit 177: 




